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REAL PARTY IN INTEREST 
The real party in interest in this appeal is Shell Oil Company. 
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RELATED APPEALS AND INTERFERENCES 
Appellant, its legal representative, and its assignee are unaware of any other appeals or 
interferences which will directly affect or be directly affected by or have a bearing on the 
Board's decision in this pending appeal. 
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STATUS OF CLAIMS 
Claims 1-14 were finally rejected in the final action mailed May 31, 2006. A notice of 
appeal and request for extension of time to file same was filed on October 31, 2006 and received 
in the United States Patent Office on November 3, 2006. 
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STATUS OF AMENDMENTS 
All amendments have been entered. A copy of appealed claims 1-14 appears in the 
Claims Appendix. 
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SUMMARY OF THE OLAIMED SUBJECT MATTER 
The claims provide a formulation and a process for preparing high resilience foam 

comprising a polyol formulation comprising a combination of [(a) + (b)], below. 

(Specification, page 2, 11. 10-16). 

Specifically, claim 1 provides a formulation for preparing high resilience foam 

comprising, based on total amount of polyol: 

(i) 100 parts by weight of a polyol formulation comprising: 

(a) a polymer-modified polyol formed by polymerizing an olamine 
with an organic polyisocyanate in the presence of a polyol, 

(b) a ^lyiner-modified polyol formed by polymerizing one or more 
ethylcnlcaiiy unsaturated monomers in the presence of a polyol, and 

(c) optionally further polyol 

wherein the polybl present in polymer-modified polyol (a) and polymer-modified 
polyol (b) is prepared from hydroxyl containing starting compounds and is not an 
amine-based polyol; 

(ii) 0. 1 to 6 parts by weight of blowing agent; 

(iii) 0 to 5 parts by weight of crosslinking agerit(s); 

(iv) 6.01 to 2.5 parts by weight of polyurcthane catalyst(s); and optionally 

(v) further auxiliaries. 

(Specification, page 2, L 33-p. 3 t 1. 5, and claim 1, emphasis added). Claims 2-7 depend from 
claim 1. 

Independent claim 8 is directed to a process for preparing a high resilience polyurcthane 
foam comprising mixing the foregoing formulation with an isocyanate at an isocyanate index of 
from 80 to 130. (Specification, page 2, U. 28-3 1 and p. 1 1 , 11. 4-22, and claim 8). Claims 9-14 
depend from claim 8. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Whether claims 1-14 are anticipated under 35 U.S.C § 102(b) over U.S. Patent 
No. 4,816.494 to Watson, Jr., et al ("Watson"); 

2. Whether ciaims 1 -14 are obvious under 35 U.S.C. § 103(a) over Watson. 
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ARGUMENT 

I. Background 

Claims 1-14 are directed to polyol formulations and to processes for preparing high 
resilience polyurethane foam using polyol formulations which produce high resilience foams 
having a relatively low. 44 wet compression set." Specification, p. 8 t f [001 8] . 

High resilience foams predominantly exhibit elastic behavior, meaning that they change 
shape when force is applied but return aearly instantaneously to their initial shape when the 
applied force is removed/ Specification, p. 1, % [0002] - the wet compression set is a measure 
forthe durabttityof afo^ 

The polyol formulation of claims 1-14 comprises a combination of [(a) + '(b)] : 

(a) a polymer-tnodificd polyol formed by polymerizing an olamine with an 
. organic polyisocyanate in the presence of a polyol; and 

(b) a polymer-modified pblyoi fprnied by polymerizing one or more 
ethylenlcally unsaturated n»6n^ 

The examples demonstrate that qombining (a) + (b) and using the polyol formulation comprising 

[(a) + (b)] produces a foam having a higher % resilience and a lower wet compression set % 

compared to using a polyol formulation containing either (a) or (b), individually, to produce the 

foam. Specification, pages 13-17, See Tables esp. **Resilience, and "Wet compression set, 

%" for Comparative examples comprising either *TIPA polymer polyol" or "SAN polymer 

polyol" versus the results of the experimental example comprising both. 1 

EL WHETHER CLAIMS 1-14 ARE ANtlCIP^tBD XJ^fcR 35 ILS.C. § 102(b) 
OVER VS. PATEkr MX 4.816,494 TO WATSON, IR.^* WATSON") 

1. The rejection 

The examiner rejected claims 1-14 as anticipated under 35 U.S. C. § 102(b) over Watson. 

The examiner contends that 

Watson, Jr. et al. disclose preparations of p^lyux^thane foams from combinations 
of polymer-modified polyols as claimed by applicants, blowing agents and catalysts as 
claimed by applicants, and other additives and reactants which are combined with 

1 PIPA polymer polyol (a) comprises "the condensation product of triethanoiamine and toluene diisocyanate (TI). 
Specification, p. 13, <1 [0031]. SAN polymer polyol (b) comprises *'a copolymer of styrene and acrylonitrile." 
Specification, p. 13, 1[0032]. 
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isocyanates at indices as defined by applicants' claims (see column 3 line 30-column 5 
line 21, column 5 lines 53-col. 7 line 23, and the examples, as well as, the entire 
document). 

2. Rebuttal 

The examiner has the burden to establish a prima facie case of unpatentability of the 
pending claims on any grounds, including anticipation* In re Oetiker, 24 U.S.P.Q.2d 1443 (Fed. 
Cir. 1992). In order to establish a case of prima facie anticipation, the examiner has the burden 
to point to a teaching in Watson of every limitation 6f the rejected claims either explicitly or 
inherently. Atlai Powder Co. y" Ireco Inc., 51 USPQ2d 194i, 1945 (Fed. Cir. 1999). 

The examiner has not pointed to any teaching or suggestion at all in Watson to 
combine two or more different polymer-niodifled j>Qlypls to pfbduce a polyol formulation. 
The examiner certainly has not pointed to a teaching in Watson Xo pfoduce a polyol formulation 
by combining (a) a pOlymer-mpdified |x>iyo 

organic polyisocyanate in the presence of a polyo!; arid (b) a p0]lyinef-^<^ffie<i polyol formed 
by polymerizing onb or more ethyleriically unsaturated monotners in thb presence of a polyol. 

a. . Watson 

Watson describes 

A densified polyiirethane foam haytag unexpected enhanced cushioning 
properties oyer those of known densified pblyiju^haiie foams and Suitable for use as 
furniture cushions, automotive cushions, mattresses, etc. and having a unique and 
superior feeling of comfort resulting from a soft touch yet with a deep firm support with 
an appropriate springiness to the foam. 

Watson, col. 3, 11. 3-9. Watson's "densified polyuretharie foam*' is pifcpared from "a formulation 

of from 90- 10 parts by weight of a polymer-poiyol or gnift-polyoi Composition, specifically, 

polymer- or graft-polyols containing about 10-40% polymer solids.** Watson, col. 3, II. 10-13. 

According to Watson, 

The polymer-polyois or graft-polyols utilized jn : the present invention may be of 
several types, including the vinyl-type, as described i^U.Si -PjiL Nos. 3,383,351 and 
3,304,273, or the step-growth polymerization typ^s, as described in U.S. Pat. Nos. 
4,374,209 and 3,325,421 , the disclosures of all of which are incorporated herein by 
reference. 

Watson, col. 3, U. 67-eol. 4, 1, 5. 
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Watson lists examples of suitable monomers/polymers for producing polymer- 
modified polyols, and/or suitable polymer-modified polyols. 

Watson* s examples include "ethylenically unsaturated monomers" (col. 4, 1. 33-44). 
Watson's examples also include **polymer-modified polyol formed by polymerizing an olamine." 
Watson, col. 5, 11. 1 1-12. 

Watson's examples also include: 

"polymerizate obtained by polymerizing an ethyleiucally unsaturated monomer to a 

molecular weight of at least 5000 and tpa Solid concentration of about 10% to 
^out50%l>yw 

"a stable dispersion of a urea in an brgaiucptf^ 

alcoholic hydroxyl groups, a irioleqtilai* Weight of at least 500 and a hydroxyl 
number of not more than about 225,'' Watsibri, ebt 4, 1. 68-col. 5, 1. 3; and, 

"a monomer mixture of (a) from 33 to 75 \y^ight p^rceiit of acrylonitrile or. 

nbethacrylonitrile and (b) from 25 'to {ft Weight ^rceht styrene or alpha-methyl 
styrene." Watson, col 5, 11. 27-33 \ 

b. The examiner has not pointed to a teaching in Watson 
of every limitation 6f claini^ 1-14 

In rejecting the claims under 35 U.S.C. § 102^ fi it is incui^bent upon the Patent Office ... 
to set forth clearly why it regarck a claim to be an^ 100 
(C.C.P.A. 1973). In the present case, the examiner Very bro^iy asserts that Watson anticipates 
the claims, citing "column 3 line 30-column 5 line 21, column 5 lines 53-col. 7 line 23, and 
the examples, as well as, the entire document." Pinal Action, pa:ge 2, emphasis added. 

. The foregoing rejection is very similar to the rejection at issue in Mullin, where the 
examiner rejected the claims "as obviously anticipated by Haigis et al. under 35 U.S.C. 102/* Id. 
at 100. The Court of Customs and Patent Appeals found that * -[a] broad statement such as that . 
. . does not necessarily inform an applicant of the reason his claims are regarded as defective." 
■ Id. ; , 

The examiner has not pointed to any teaching in Watson to combine two or more 
different polymer-modified polyols to produce a polyol formulation. The examiner certainly 
has not pointed to a teaching in Watson to produce a polyol formulation by combining (a) a 
polymer-modified polyol formed by polymerizing an olamine with an organic polyisocyanate in 
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the presence of a polyol; and (b) a polymer-modified polyol formed by polymerizing one or 
more ethylenically unsaturated monomers in the presence of a polyol. 

In response to the rejection in the first office action, which was mailed September 27, 
2005, Appellant traversed the anticipation rejection, arguing that "Applicants' claimed 
, combination of two polymer-modified polyols, (a) and (b), distinguishes over Watson/' 
Amendment and Response mailed March 16, 2006, p. 8. Appellant also pointed out that 
Watson' s Examples use a pbiyol mixture containing only one kind of polymer polyol in addition 
to the base polyol. 2 Id. " , 

The examiner maintained the ^Ucir^tipil^ 
■ Watson, Jr. et al. is not limited ^ Final Action, pp. 2-3. 

AppeUant never haico^eW 
Appellant does contend tjiat jhe 
. li nutation of the pending clain^ in Waiion. \ ■ ■ /■ . . : 

Specifically, Appellant contends* 
Watson to combine two or more different pdymer-nibdified polyols to produce a polyol 
formula^ 

teaching in Watson of i pbiycil formulation comprising (a) a pplynier-mcdified polyol formed 

by polymerizing an olamine with aii br 

a polymer-mc^fied polyol formed by polym 

monomers in die presence of a polyol. Cla^ 1 and claim 8^ 

If the examiner contends ^ that the nosing 
examiner has not met his burden for the additional reaison Jlhat he has riot prpVided the necessary 
basis in fact and/or technical reasoning to reasonably support a de term! 
allegedly inherent characteristic necessarily flows from the teachings of > Watson. See 
Crown Operations Iran Uri.y^ 

reh'g denied 2002 U.S. Lexis 13283 (fed, Cir. JuhelO, i(XX2); and MPEP 21 12. Where an 
examiner relies on a theoi^ of inhei^ncy^ 

2 Watson Examples 1 - 14 use Niax Polyol 34-28, "a stable dispersion of a poly (styrene-Wrac^lonitrile) polymer in a 
polyelher polyol available from Union Carbide.'* See footnote to the ingredients table in Example 1, Watson, col. 8, 
11. 11-30. Watson Examples 1^16 used Mirittanc4P^ 

containing a polyurea dispersion available from Mdbay Chemical Company." See footnote to Watson Table IV, col. 
10,11.1-25. 
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missing descriptive matter is necessarily present in the thing described in the reference, and that 

it would be recognized by persons of ordinary skill/" In re Robertson, 49 U.S.P.Q.2d 1949, 

1950-51 (Fed. Cir. 1999). 

The examiner has not established that Watson expressly or inherently teaches combining 

trvo or more different polymer^modifled polyols to produce a polyoi formulation. The 

examiner certainly ha$ not pointed to a teaching or suggestion of a polyoi formulation 

comprising (a) a polymer-modified polyoi formed by polymerizing an olamine with an organic 

polyisocyanate in the presence pf a polyoi ; and (b) £i pol jniier-mpdified polyoi formed by 

polymerizing one of more ethylenira^ pf a polyoi. 

The examiner therefore has not pPinted to a teachidg iii WsUSon fcyety limitation of claims 1-14, 

and has not estabUshed a case p 

. Appell^t respect^ 

m WHEI^R CLAIMS ! 
\ UNtreR 35 U.S;fc. S 103(aV OYEft WA^ '" • 

1. - The-reiefctidh ' 

The exaniiner rejected clait^ 

"Watson ... differs from [Appellant's] claijms in ttiit it does not particularly require 

combinations of polymer modified polyols as claimed." Final Action* page 3 (emphasis 

added). The examiner argues that Watson "does disclose employment of e^ch of the claim 

selected polymer-polybls as being acceptable fo^ 

cushioning properties desired." The exaimner al^es that ^ v 

it would havebeen pbvioys for onei having prdin^ skill in the art to have employed 
combinkions of theie^itc^ the purpose of providing 

enhanced cushioning effects in products derived t^refrom in order tp arrive at the 
products and processes of applicants* claims \vith the expectation of succbss in the 
absence of a showing of new or unexjp^ted r^uits. 

Final Action, page 4. The examiner cites several cases for the i jproppsition that "it is prima facie 
obvious to substitute eq\iivalent$, motivated by the reasonable expectation that the respective 
species will behave in a comparable manner or give comparable results in comparable 
circumstances." Id. The examiner concludes that "the express suggestion to substitute one 
equivalent for another need not be present to render the substitution obvious/' Id. 
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In response to Appellant's comments that the examples weigh against the examiner's 
position, the examiner contends that "the evidence in the examples is not commensurate in scope 
with the scope of the claims, and it is not seen that applicants have demonstrated clear and 
convincing evidence of unexpected results." Final Action, pp. 4-5, 

2. Rebuttal 

In order to establish that the claims are prima facie obvious over Watson, the examiner 
must point to two things in Watson, and not in the Appellant's disclosure--(l) the suggestion of 
the invention, and (2) the expectation of it$ success. In re Vaeck, 20 U.S.P.Q.2d 1438, 1442 
(Fed. Cir, 1991). The examiner did not meet this Wden, 

The exanriinef bias not pointed to a teaching or sMgigfestidh in Watson, oi elsewhere, to 
combine two or more different polymei* -modified polyols to produce a polyol formulation. 
The examiner certainly has not pointed to a teaching or suggestion of a polyol formulation 
. comprising the two specific polymer-modified polyols t(ai) + (b)}> as required by the claims. 
The examiner therefore has not pointed to a teaching 6r suggestion of the Invention in Watson. 
In re Vaeck, 10 ILS.P. Q.2d at 1442 

The examiner cannot establish a. casb of prinya facie obviousness merely by arguing 
that Watson could be modified to incorporate something not taught or suggested by Watson, 
itself, or by another cited reference. In orcfcr to establish a case of prima facie obviousness, the 
examiner has the burden to point to a teaching or suggestion in the references themselves that it 
would be desirable to make the modi Scat ton(s) required to produce the claimed method or 
composition. In re Brouwer, 37 U.S.P.Q.2d 1663, 1666 (Fed. dir. 1995). 3 

The exaininer attempts to meet this burden by arguing that it would be obvious to 
substitute one "equivalent" polymer-modified polyol for anbther, citing a number of cases. 
However, the mere fact that (a) and (b) are included |n W^spti's list of siii table 
monomers/polymer-modified polyols does not even establish that (a) and (b) are equivalent to 
. one another— or to the other members of Watson's list. *-[M]ere inclusion of several compounds 

3 The examiner cites In re Font for the proposition that "the express suggestion to substitute one equivalent for 
another need not be present to render the substitution obvious." In re Fout % 213 U.S.P.Q. 532 (C.C.PA. 1982). 
Fout was decided well before In re Brouwer and the cakes cited in NIPEP 2 J 43.01, which specify that the exaininer 
has the burden to point to a teaching or suggestion in the references themselves that it would be desirable to make 
the modification (s) required to produce the claimed method or composition. 
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in a list of compounds . . -does not necessarily establish that each of these compounds is 
'equivalent' to the others for all purposes." In re JezU 158 U.S.P,Q. 98 (C.C.P.A. 1968). The 
fact that (a) and (b) are included in Watson's list certainly does not establish that a polyoi 
formulation comprising [(a)+(b)] is equivalent to a polyoi formulation comprising only a single 
member of Watson's list. "It is only where equivalence is known to the prior art or obvious to 
one of ordinary skill in the art that the substitution of one equivalent for another is not 
invention." In re Ruff % 118 U.S.P.Q. 340, 346 .A. 1958) (citations omitted). 

In addition to the foregoing, &6 ^ pending claims do pot involve "substituting" one 
polymer-modified polyoi for another polj^eivmd^fied polyoi. To the extent that the claims 
involve a "substitution," a Single polymer-modined ^ly0l;in a pblyol formulation is substituted 
with a combination of two pr more Afferent po^ Specifically, a single 

polymer modified poiyol is substituted With cbmbifthtion comprising [(a) + (b)]: 

. (a) apoiymer-rriodificdpoiiy^ 

polyisocyahate in the presence of a polybi;^ 

(b) a polymer-mod^ one or rhbre ^thyienically 

unsaturated mpnoiiiers in the . •>; 

Claims 1 and 8. The examiner has npt established tl>at di pblyol formulation comprising a 
single polymer-modified polyoi is equivalent io a pblyol fonnulation comprising a combination 
of two or more d iff er ent poly mer-mddified polyols. The examiner certainly has not 
established that a poiyol formulation cdmprising fa single poiymer-modifled pblyol is 
equivalent to a polyoi formulation comprising the Sp^C comprising [(a) + (b)]. 4 

In any event, the correct question is wh^U^r.th^ ^xaminej" has pointed to a teaching or 
suggestion in the cited references that it would be desirable to make the modification^) required 
to produce the claimed method or composition. In re Brouwer, 37 U.S JP.Q.2d at 1666. The 
answer is no. The failure of the examiner to point to such a teaching or suggestion is telling 
given the evidence in the examples that a fpam produced using the claimed pjolyol formulation 
comprising a combination of [(a) + (hi)] has a higher % resilience and a lower wet compression 



4 In fact, the data in Appellant's examples establishes that a polyoi formulation comprising [(a)+(b)] is not 
equivalent to a poiyol formulation comprising (a) or (b). See below. 
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set % than a foam produced using a polyol formulation comprising either (a) or (b), 
individually. 5 

The examiner is legally incorrect in assuming that Appellant has the burden to show 
unexpected results. Before that burden arises, the examiner has the burden to establish a case of 
prima facie obviousness. In reOetiker, 24 U,S.P.Q.2d at 1443. The examiner has not met this 
burden. As a result, it is simply irrelevant whether or not tie evidence in the examples is 
"commensurate in scope" with the claims, 

Appellant respectfully requests that the Board reverse the rejection of claims 1-14 as 
obvious under 35 U.S.C. §103. 
CONCLUSION 

For ali of the foregoing reasons, Appellant respectfully requests that tJie rejections be 
reversed. The Commissioner is hereby authorized to bharge any fees in connection with this 
paper, or to credit any overpayment, to Deposit Accbimt No. 19-1800 (File no. TS6691), 
maintained by Shell Oil Company 

' ■ Respe ctfully submit 




Pitula JX Morris 
Registration INo. 3 1,5 1 6 
Paula P. Morris & Associates, P.C. 
d/b/a The Morris Law Firm, P.C. 
1 0260 Westheimer, Suite 360 
Houston, TX 77042 
ATTORNEY FOR APPELLANT 



Specification, pages 13-17. See Tables esp. "Resilience, and "Wet compression set, %" for Comparative 
examples comprising either "PIP A polymer pblyoi" or M SAN polymer pblyor versus the results of the experimental 
example comprising both. 
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For: Polyol Formulation 

.1. A formulation for preparing high resilience foam qpinjprising, based op total amount of 

polyol: . V • • '.. 

(i) 100 parts by weight of a polyotfqnnUl^^ J 

(a) a polymer-modified polyol formed by jpoiymeri^ing with an organic 
polyisocyanate in the presence of a polyol, V ; 

(b) a pdiymer-modified polyol formed by ^lyi^ or more ethylenically 
unsaturated monomers in the presence of a polyol* arid '"-;•;".:*/:.'■. 

(c) optionally further polyol 

wherein the polyoi present in polymer-iiicklified polypi i(a) and; polym polyol (b) is 

prepared from hydroxy! containing starting compounds and is opt an amine-based polyol; 

(ii) 0. 1 to 6 parts by weight of blpWing ^geht; : 

(iii) 6 to 5 parts by weight of cro^sli^ 

(iv) 0.01 to 2.5 parts by weight of polyunithane catalyses); and optionally 

(v) further auxiliaries. 

2. The formulation of cliaim 1, wherein the pdlymer' fo by polymerizing an olamine 
with an organic polyiswyanate and the polymer formed by polymerizing one or more 
ethylenically unsaturated monomers are present in a weight ratio in the range of from 1 : 10 to 10 



§ Group Art Unit: 1711 

§ 
§ 

§ Examiner: JohnM.Cooney 

§ At^;i>b€ltet: SHELL-TS6601 



Best Available Copy 

Jun 18 2007 12:42 THE MORRIS LRU FIRM, P. C. (713) 334-5157 



p - 20 



3 . The formulation of claim 1 , wherein the polyol fonnulatipn comprises of from 1 % wt to 
15 %wt of polymer formed by polymerizing an olamine with an organic polyisocyanate and of 
from 1 %wt to 15 %wt of polymer formed by polymerizing one or more ethylenically 
unsaturated monomers. 

4. The formulation of claim 3, w^ 

. %wt to 25 %wt of solid polymer particles. 

5. The formulation of claim 1, inwhicfr^ 

polymerizing ah olamine with an organic j^iyisticy^ of a polyol is formed by 

polymerizing styrerie. optionally in' combination with at^ionidrilc, : i 

6. The formulation of ciwm 1, wherein &e pol^ containing polymer 
formed by polymerizing an blaitiine with an org^c ^ 5 wt% to 50 
wjt% of polymer in .the polynrer-modified polyol, I; 

7. The foritiiilation of cl^^ ■■• 
polymerizing an olamine with an Organic polyispc^an^tp in; the- presence of a polyol, and the 
polymer-modified polyol formed by polymerizing one or more ethylenically unsaturated 

monomers in the presence of a po^ 

8. A process for preparing a: high resiliehcie po^ comprising: 
mixing a formulation comprising: 

(i) 100 parts by weight of a pol^ 

(a) a poiyrirer-modified ^ 

organic polyisocyanate in the presence of a polyol, 

(b) a polymer-modified polyol farmed by ^ 

ethylenically unsaturated, monomers in the presence of a polyol, and 

(c) optionally further polyol ! 

wherein the polyol present in polymer-modified polyol (a) and polymer-modified polyol (b) is 
prepared from hydroxyi containing starting compounds and is not an amine-based polyol; 

ii 
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(ii) 0 J to 6 parts by weight of blowing agent; 

(iii) 0 to 5 parts by weight of crosslinfctng agent(s); 

(iv) 0 01 to 2.5 parts by weight of pdlyurethane catalyst(s); and 
optionally 

(v) further auxiliaries 

with an isocyanate at an isocyanate index of from 80 to 130. 



10, 

amines. 



comprises Water, 
ctqssliiiking agents comprise polyfunctional alkanol 



11. The process ofciajm: 8 wherein die 'pol^ rctii^iie catalyisb;i?om^ amine 
•catalyst ['•• 'V 

12. The process of claim 8 \yherein the auxiliaries cpnip'iise fillers, flame ietajdants, foam 
stabilizers and colorants. . i 



13. 



14. 



is between lOOto 120, 
a polyisocyaiiate. 



i 



111 
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